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Notice to Applicant 



This comnnunication is in response to tlie RCE for application 09/987886 
filed 2/24/2010. Claims 13-18 have been examined. Claim 32 has been 
previously added by Applicant, and has been subject to restriction and has 
been withdrawn from consideration. 



DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 



A request for continued examination under 37 CFR 1.114, including the 

fee set forth in 37 CFR 1 .17(e), was filed in this application after final 
rejection. Since this application is eligible for continued examination under 

37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant 

to 37 CFR 1.114. Applicant's submission filed on 2/24/2010 has been 
entered. 



Election-Restrictions 
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Claim 32 was witlidrawn from furtlier consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected invention, tliere being no 
allowable generic or linking claim. Applicant timely traversed the 
restriction (election) requirement in the reply filed on 2/24/10. 

The traversal is on the ground(s) that "claim 32 recites claim features 
based on claims 15 and 16 using a somewhat different wording. Thus, 
claim 32 is not distinct from claims 1 3-1 8." This arguement is not found 
persuasive. Examiner has separated the original claim set into 3 
separate and distinct inventions for the reasons set forth in the 
restriction requirement. Originally filed claims 13-18 are directed 
towards system for distributing advertising selected by a user. In 
contrast, previously added claim 32 recites a separate and distinct 
invention which identifies a method for tailoring an advertisement based 
on user interest, and further introduces the element of a "virtual social 
space", not found in elected claims 13-18. The fact that these different 
inventions would require different fields of search is enough to satisfy 
the criteria for a serious burden, and therefore, the requirement is still 
deemed proper. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 13-18 are rejected under 35 U.S.C. 103 (a) as being 

unpatentable over US Patent Number 5,794,210 to Goldhaber et al. 
in view of over US Patent Number 5,657049 to Ludolph et al. 

Regarding claims 13 and 17-18, Goldhaber discloses 
an advertisement provider unit executed by the processor and displaying, 
on user terminals, a symbolic image corresponding to the advertisement 
distributor (figure 1 1 and figure 1 3 #304-31 0, column 1 8 lines 34-5); 
a display displaying, on the user terminals, an advertisement requesting 
domain including a section of a user interface for accepting an 
advertisement distribution reservation (figure 1 1 and figure 13 #304-310, 
column 18 lines 34-5, an example given by the cybergold coin on a 
desktop); 

a detector executed by the processor and for detecting that a user has 
selected at least one symbolic image corresponding to an information 
provider by clicking the symbolic image to the advertisement requesting 



Application/Control Number: 09/987,886 Page 5 

Art Unit: 3622 

domain; (figure 11 and figure 13 #304-310, column 18 lines 34-5, an 
example given by the cybergold coin on a desktop); 
an advertisement distribution reservation requesting unit executed by the 
processor and identifying the symbolic image detected with the detector 
and generating and transmitting distribution reservation requesting data to 
the advertisement distributor corresponding to the symbolic image 
(column 9 line 53- 67 and column 10 lines 38-59); and 
an information display unit executed by the processor and displaying 
advertisement information distributed from the advertisement distributor to 
the user terminal corresponding to the user (column 9 line 53- 67 and 
column 10 lines 38-59). Goldhaber does not disclose changing and 
managing the display position of an image in response to a user 
manipulation by moving dragging and dropping. However, Ludolph 
discloses detecting, saving, changing, and managing the display position 
of an image in response to a user manipulation by clicking moving 
dragging and dropping (figure 9c and figure 10b #220, column 5 line 50- 
column 6 line 33, column 22 lines 50-65, and column 9 line 53- 67). 
Therefore, it would have been obvious to one of ordinary skill at the time 
of the invention to combine Ludolph's method of icon manipulation 
including clicking, dragging, and dropping, with the icon selection method 
of Goldhaber. Moving, Clicking, dragging, and dropping icons to perform 
tasks such as selecting has been used since before 1984 by the Apple 
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Macintosh Computer to increase ease of use and fun and enjoyment by 
tlie user, e.g. dragging a file to tlie trasli can is easier, more intuitive, and 
more fun tlian liitting tlie delete key. 

Regarding claim 14, Goldhaber discloses transmitting ad request data 
to the advertiser corresponding to the relevant symbolic image; and 
displaying the advertisement (column 9 line 53- 67 and column 10 lines 
38-59). Goldhaber further discloses a display displaying, on the user 
terminals, an advertisement requesting domain including a section of a 
user interface for accepting an advertisement distribution reservation 
(figure 11 and figure 13 #304-310, column 18 lines 34-5, an example 
given by the cybergold coin on a desktop). Goldhaber does not disclose 
changing and managing the display position of an image in response to a 
user manipulation. However, Ludolph discloses detecting, saving, 
changing, and managing the display position of an image in response to 
a user manipulation (figure 9c and figure 10b #220, column 5 line 50- 
column 6 line 33 and column 22 lines 50-65). Therefore, it would have 
been obvious to one of ordinary skill at the time of the invention to 
combine Ludolph's method of icon manipulation with the icon selection 
method of Goldhaber, so 

an advertisement provider display includes a position changing unit 
changing a display position of a symbolic image in response to a user 
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manipulation and a management unit managing tlie display position of the 
symbolic image for each user, the advertisement distribution reservation 
requesting unit transmits the distribution reservation requesting data to the 
advertisement distributor, including the display position of the symbolic 
image as a selection object, and the information display receives and 
displays the advertisement information adjusted depending on the display 
position of the symbolic image transmitted from the advertisement 
distributor. Moving icons to perform tasks such as selecting has been 
used since before 1984 by the Apple Macintosh Computer to increase 
ease of use and fun and enjoyment by the user, e.g. dragging a file to the 
trash can is easier, more intuitive, and more fun than hitting the delete 
key. 

Regarding claim 15, Goldhaber discloses transmitting ad request data 
to the advertiser corresponding to the relevant symbolic image; and 
displaying the advertisement (column 9 line 53- 67 and column 10 lines 
38-59). Goldhaber further discloses a display displaying, on the user 
terminals, an advertisement requesting domain including a section of a 
user interface for accepting an advertisement distribution reservation 
(figure 11 and figure 13 #304-310, column 18 lines 34-5, an example 
given by the cybergold coin on a desktop). Goldhaber does not disclose 
changing and managing the display position of an image in response to a 
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user manipulation. However, Ludolpli discloses detecting, saving, 
changing, and managing the display position of an image in response to 
a user manipulation (figure 9c and figure 10b #220, column 5 line 50- 
column 6 line 33 and column 22 lines 50-65). Therefore, it would have 
been obvious to one of ordinary skill at the time of the invention to 
combine Ludolph's method of icon manipulation with the icon selection 
method of Goldhaber, so the detector detects a position of the symbolic 
image on the advertisement requesting domain and transmits the position 
data to the advertisement distribution reservation requesting unit, the 
advertisement distribution reservation requesting unit transmits the 
distribution reservation requesting data to the advertisement distributor 
including the position of the symbolic image on the advertisement 
requesting domain and said information display displays the 
advertisement information adjusted depending on the position of symbolic 
image in the advertisement requesting domain from the information 
distributor. Moving icons to perform tasks such as selecting has been 
used since before 1984 by the Apple Macintosh Computer to increase 
ease of use and fun and enjoyment by the user, e.g. dragging a file to the 
trash can is easier, more intuitive, and more fun than hitting the delete 
key. 
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Regarding claims 16, Goldhaber discloses transmitting ad request data 
to tlie advertiser corresponding to tlie relevant symbolic image; and 
displaying the advertisement (column 9 line 53- 67 and column 10 lines 
38-59). Goldhaber further discloses a display displaying, on the user 
terminals, an advertisement requesting domain including a section of a 
user interface for accepting an advertisement distribution reservation 
(figure 11 and figure 13 #304-310, column 18 lines 34-5, an example 
given by the cybergold coin on a desktop). Goldhaber does not disclose 
detecting whether other symbolic images already exist in the 
advertisement requesting domain and also transmits, when the other 
symbolic images are detected, information relating to the other symbolic 
images to the advertisement distributor. However, Ludolph discloses 
detecting, and changing display size of images in a common area based 
on action to the window as a whole(column 18 lines 25-65). Therefore, it 
would have been obvious to one of ordinary skill at the time of the 
invention to combine Ludolph's method of group icon manipulation with 
the icon selection method of Goldhaber. Selecting all the items in a folder 
for a common operation is faster than having to select each item 
separately. Further, Concerning the step of" requesting unit detects 
whether other symbolic images already exist "; that limitation is optional, 
and according to the MPEP, "language that suggests or makes optional 
but does not require steps to be performed or does not limit a claim to a 
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particular structure does not limit the scope of a claim or claim limitation" 
(MPEP2106.il. C). 

Regarding claim 17, Goldhaber discloses an advertiser displaying its 
image to the users (figure 1 1 column 18 lines 34-55); 
displaying, on the user terminals, an icon for requesting an advertisement 
(figure 11 and figure 13 #304-310, column 18 lines 34-55, an 
advertisement requesting domain for accepting an advertisement 
distribution reservation referred to as an icon for requesting an 
advertisement ); detecting that a user has selected or manipulated an 
icon to select an ad generating and transmitting ad request data to the 
advertiser corresponding to the relevant symbolic image; and displaying 
the advertisement and other images (column 9 line 53- 67 and column 10 
lines 38-59). 

Regarding claim 18, Goldhaber discloses transmitting ad request data 
to the advertiser corresponding to the relevant symbolic image; and 
displaying the advertisement (column 9 line 53- 67 and column 10 lines 
38-59). Goldhaber further discloses a display displaying, on the user 
terminals, an advertisement requesting domain including a section of a 
user interface for accepting an advertisement distribution reservation 
(figure 11 and figure 13 #304-310, column 18 lines 34-5, an example 
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given by tlie cybergold coin on a desl<top). Goldliaber does not disclose 
clianging and managing tlie display position of an image in response to a 
user manipulation. However, Ludolph discloses detecting, saving, 
changing, and managing the display position of an image in response to 
a user manipulation (figure 9c and figure 10b #220, column 5 line 50- 
column 6 line 33 and column 22 lines 50-65). Therefore, it would have 
been obvious to one of ordinary skill at the time of the invention to 
combine Ludolph's method of icon manipulation with the icon selection 
method of Goldhaber so a determining unit determining whether an icon in 
which a manipulation is performed corresponds to the symbolic image 
included in the advertisement information and acquires, positional 
information relating to the symbolic image as the object of the 
advertisement information existing in the advertisement requesting domain 
and also transmits the symbolic image included in the advertisement 
information and the obtained positional information to the advertisement 
distribution reservation requesting unit and the advertisement distribution 
reservation requesting unit also includes a generating unit generating the 
distribution reservation requesting data based on the symbolic image 
included in the advertisement information transmitted with the detector 
and the obtained positional information. Moving icons to perform tasks 
such as selecting has been used since before 1984 by the Apple 
Macintosh Computer to increase ease of use and fun and enjoyment by 
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the user, e.g. dragging a file to tlie trasli can is easier, more intuitive, and 
more fun tlian liitting tlie delete key. 

Response to Remarks/Arguments 

This rejection has been amended to reflect the changes to the claim 
language and addresses any arguments submitted by the applicant. 
Therefore, the Examiner maintains the rejection to the Applicant's claims. 

Applicant argues regarding restriction requirement that "claim 32 recites 
claim features based on claims 15 and 16 using a somewhat different 
wording. Thus, claim 32 is not distinct from claims 13-18." The Examiner 
disagrees. Examiner has separated the original claim set into 3 separate 
and distinct inventions for the reasons set forth in the restriction 
requirement. Originally filed claims 13-18 are directed towards system for 
distributing advertising selected by a user. In contrast, previously added 
claim 32 recites a separate and distinct invention which identifies a 
method for tailoring an advertisement based on user interest. And 
introduces the element of a "virtual social space", not found in elected 
claims 13-18. The fact that these different inventions would require 
different fields of search is enough to satisfy the criteria for a serious 
burden, and therefore, the requirement is still deemed proper. 
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Applicant argues regarding claim 18 that "Goldhaber is entirely silent 
regarding positional information". The cited reference of Ludolph 
discloses this element. Therefore, Examiner believes the combined 
references are still a reasonable teaching of the claimed invention in this 
regard, and the 103 rejection still stands. 

Applicant argues regarding claims 14-16 and 18 that "Nothing cited or 
found in Goldhaber and Ludolph discusses "displays the advertisement 
information adjusted depending on the display position of the symbolic 
image transmitted from the advertisement distributor" and " Goldhaber and 
Ludolph do not discuss "advertisement information adjusted depending on 
the display position" and "The references are silent regarding the 
adjustment in advertisement information which is dependent upon on the 
display position of the symbolic image and thus nothing cited or found 
teaches "advertisement information adjusted depending on the display 
position.". The Examiner disagrees. The cited section of Goldhaber 
teaches displaying advertisement information adjusted depending on the 
user clicking on the cybercoin icon. The cited section of Ludolph teaches 
information adjusted depending on its display position. Therefore, 
Examiner believes the combined references are still a reasonable 
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teaching of tlie claimed invention in tliis regard, and tlie 103 rejection still 
stands. 



Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to DANIEL SORKOWITZ whose 
telephone number is (571 )270-5206. The examiner can normally be 
reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric W. Stamber can be reached on 571.272.6724. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business 
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Center (EBC) at 866-217-9197 (toll-free)? If you would like assistance 
from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) 
or 571-272-1000. 
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